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DETAILED ACTION 

Specification 

1 . The disclosure is objected to because of the following informalities: 

a. Page 2 of the specification makes reference to the phrase "claim 1" in line 25. 
This phrase should be removed from the specification in order to avoid confusions. 
Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claims 20 - 22, 27 and 30 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 20 recites " cooperating means located on the machine part " which fails to further 
limit the language in claim 2, since claim 2 already recites a similar limitation. 
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Claim 30 recites a method wherein " the machine part has a region of increased diameter 
and the method includes " thus resulting in a vague and indefinite limitation. 

Claims 21-22 and 27 are rejected due to their dependency on claim 20. 
Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

5. Claims 1, 2, 20 - 21, 23 - 26 and 28 - 29 are rejected under 35 U.S.C. 102 (b) as being 
anticipated by Henshaw et al. ( US 6,481 ,1 15 ). 

In regards to claim 1, Henshaw et al. discloses a rotary ring ( 3 ) for use in a scale reading 
apparatus comprising a flexible ring (3 ), the flexible ring having scale markings provided on a 
surface thereof ( See Column 2, lines 7 - 12 ). 
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With respect to claim 2, Henshaw et al. also discloses a system for mounting a rotary ring 
( 3 ) for use in scale reading apparatus onto a machine part ( 6, 7 ), comprising a rotary ring ( 3 ) 
and co-operating means ( 8 ) on said machine part (7), said co-operating means comprising a 
region of increased diameter ( tapered region ). 

Regarding claim 20, Henshaw et al. further discloses a system wherein the cooperating 
means is located on the machine part. 

With regards to claim 21, Henshaw et al. also shows a system wherein the region of 
increased diameter (tapered region ) is integral with the machine part ( 6, 7 ) as shown in figures 
3 and 4. 

Regarding claim 23, Henshaw et al. also discloses a system wherein the region of 
increased diameter comprises an annular protrusion ( 7 ). 

In regards to claim 24, Henshaw et al. teaches a system wherein the region of increased 
diameter comprises a tapered surface ( See Figures 3 and 4 ). 

With respect to claim 25, Henshaw et al. discloses a system wherein the flexible rotary 
ring is provided with a tapered surface. 
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Regarding claim 26, Henshaw et al. also discloses a system wherein at least one of the 
region of increased diameter and the rotary ring ( 3 ) is provided with a tapered surface and form 
a self locking taper. 

In regards to claim 28, Henshaw et al. further discloses a system wherein the region of 
increased diameter is shaped so that once the flexible rotary ring ( 3 ) is fitted over said region of 
increased diameter, the central region of said rotary ring is substantially parallel with the axis of 
said machine part ( See Figures 3 and 4 ). 

Regarding claim 29, Henshaw et al. also teaches the method of mounting a flexible rotary, 
scale ( 3 ) onto a part of a machine ( 6, 7 ), the method comprising the step of stretching or 
shrinking the flexible rotary scale onto the part. 

6. Claims 1 - 2, 20, 22 and 27 are rejected under 35 U.S.C. 102 ( e ) as being anticipated by 
Peterlechner et al. ( US 6,612,048 ). 

In regards to claim 1, Peterlechner et al. discloses a rotary ring ( 1 ) for use in a scale 
reading apparatus comprising a flexible ring ( 1 ), the flexible ring having scale markings 
provided on a surface ( 6 ) thereof. 
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With respect to claim 2, Peterlechner et al. also discloses a system for mounting a rotary 
ring ( 1 ) for use in scale reading apparatus onto a machine part (6), comprising a rotary ring ( 1 ) 
and co-operating means ( 2, 3 ) on said machine part ( 7 ), said co-operating means comprising a 
region of increased diameter (layers 2 and 3 ). 

Regarding claim 20, Peterlechner et al. further discloses a system wherein the 
cooperating means is located on the machine part ( 6 ). 

Regarding claim 22, Peterlechner et al. also discloses a system wherein the region of 
increased diameter is not integral with the machine part. 

Regarding claim 27, Peterlechner et al. further teaches a system wherein the region of 
increased diameter comprises a ring-shaped flexible member ( 2, 3 ). 

Claim Rejections - 35 USC §103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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8. Claims 22 are rejected under 35 U.S.C. 103 (a) as being unpatentable over Henshaw et al. 
(US 6,481,115). 

Regarding claim 22, Henshaw et al. also discloses a system wherein the region of 
increased diameter is integral with the machine part. It would have been obvious to a person 
having ordinary skill in the art at the time the invention was made to provide the region of 
increased diameter being not integral to the machine part, since it has been held that forming in 
one piece an article which has formerly been formed in two pieces and put together or vice versa 
involves only routine skill in the art. Howard v. Detroit Stove Works , 150 U.S. 164 ( 1893 ). 



9. Claims 29 - 36 and 38 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Henshaw et al. ( US 6,481,1 15 ) in view of Hertenberger et al. (US 2004/021 1072 ). 

Henshaw et al. discloses a rotary ring and a system for mounting a rotary ring as stated in 
paragraph 5 above. 

Henshaw et al. does not discloses the stretching or shrinking method as stated in claim 



29. 
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With respect to claim 29 : Henshaw et al. discloses a system comprising a rotary ring ( 3 ) 
mounted to a machine part ( 6 ) by applying a layer of adhesive between the ring and the 
machine part ( See Column 2, lines 14 - 19 ). Hertenberger et al. discloses a method of 
mounting a flexible rotary scale ( 3 ) onto a part of a machine ( 1 ), the method comprising the 
step of fastening the scale ( 3 ) to the machine part ( 10 ) by applying an adhesive ( See 
paragraph [0052] ), however, an alternative embodiment is disclosed where the step of fastening 
said scale ( 3 ) to the machine part ( 1 ) is made by stretching or shrinking the flexible rotary 
scale onto the part ( See paragraphs [0067 - 0068] ). Therefore, it would have been obvious to a 
person having ordinary skill in the art at the time the invention was made to replace the fastening 
process used by Henshaw et al. with a stretching and shrinking process as taught by Hertenberger 
et al. in order to enhance the securing of the ring and since these are well known fastening 
processes that are used alternatively to securely hold a structure to a surface. 

In regards to claim 30, the combination of Henshaw et al. and Hertenberger et al. teaches 
a method of mounting a flexible rotary scale ( 3 ) onto a machine part ( 6 ) wherein the part has a 
region of increased diameter ( See tapered portion of Henshaw et al. ). 

Regarding claim 31, the combination of Henshaw et al. and Hertenberger et al. also 
disclose a method of mounting a flexible rotary scale onto a part of a machine wherein the region 
of increased diameter is integral with the part of the machine. 
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With regards to claim 32, the combination of Henshaw et al. and Hertenberger et al. 
shows a method of mounting a flexible rotary scale ( 3 ) onto a part of a machine wherein the 
region of increased diameter is integral with the part of the machine. However, it would have 
been obvious to a person having ordinary skill in the art at the time the invention was made to 
provide the region of increased diameter being not integral to the machine part, since it has been 
held that forming in one piece an article which has formerly been formed in two pieces and put 
together or vice versa involves only routine skill in the art. Howard v. Detroit Stove Works , 150 
U.S. 164( 1893 ). 

Regarding claim 33, the combination of Henshaw et al. and Hertenberger et al. also teach 
a method of mounting a flexible rotary scale onto a part of a machine wherein the region of 
increased diameter comprises an annular protrusion. 

With respect to claim 34, the combination of Henshaw et al. and Hertenberger et al. 
disclose a method of mounting a flexible rotary scale onto a part of a machine wherein the region 
of increased diameters comprises a tapered surface. 

In regards to claim 35, the combination of Henshaw et al. and Hertenberger et al. further 
teach a method of mounting a flexible rotary scale onto a part of a machine wherein the flexible 
rotary scale is also provided with a tapered surface. 



Application/Control Number: 10/521,440 
Art Unit: 2859 



Page 10 



Regarding claim 36, the combination of Henshaw et al. and Hertenberger et al. discloses 
a method of mounting a flexible rotary scale onto a part of a machine wherein at least one of the 
region of increased diameter and the flexible rotary scale are provided with a tapered surface and 
form a self locking taper. 

With regards to claim 38, the combination of Henshaw et al. and Hertenberger et al. also 
disclose a method of mounting a flexible rotary scale onto a part of a machine wherein the region 
of increased diameter is shaped so that once the flexible rotary scale is fitted over said region of 
increased diameter, the central region of said flexible rotary scale is substantially parallel with 
the axis of said part. 

10. Claims 29, 32 and 37 are rejected under 35 U.S.C. 103 ( a ) as being unpatentable over 
Peterlechner et al. ( US 6,612,048 ) in view of Hertenberger et al. ( US 2004/021 1072 ). 

Peterlechner et al discloses a rotary ring and a system for mounting a rotary ring as 
stated in paragraph 6 above. 

Peterlechner et al. does not discloses the stretching or shrinking method as stated in claim 

29. 
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With respect to claim 29 : Peterlechner et al. discloses a system comprising a rotary ring 
(1) mounted to a machine part ( 6 ) by using adjusting screws ( 8, 9 ). Hertenberger et al. 
discloses a method of mounting a flexible rotary scale ( 3 ) onto a part of a machine ( 1 ), the 
method comprising the step of fastening the scale ( 3 ) to the machine part ( 10 ) by applying an 
adhesive ( See paragraph [0052] ), however, an alternative embodiment is disclosed where the 
step of fastening said scale ( 3 ) to the machine part ( 1 ) is made by stretching or shrinking the 
flexible rotary scale onto the part ( See paragraphs [0067 - 0068] ). Therefore, it would have 
been obvious to a person having ordinary skill in the art at the time the invention was made to 
replace the fastening process used by Peterlechner et al. with a stretching and shrinking process 
as taught by Hertenberger et al. in order to enhance the securing of the ring and since these are 
well known fastening processes that are used alternatively to securely hold a structure to a 
surface. 

With regards to claim 32, the combination of Peterlechner et al. and Hertenberger et al. 
shows a method of mounting a flexible rotary scale ( 3 ) onto a part of a machine wherein the 
region of increased diameter is integral with the part of the machine. 

With regards to claim 37, the combination of Peterlechner et al. and Hertenberger et al. 
disclose a method of mounting a flexible rotary scale onto a part of a machine wherein the region 
of increased diameter comprises a ring-shaped member. 
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Conclusion 

1 1 . The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. The following references are considered of relevance to the present application. 

a. Spark etal.( US '6,775,921 ) 

b. Boege et al. ( US 5,979,238 ) 

c. Feichtinger ( US 6,637,1 18 ) 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Yaritza Guadalupe McCall whose telephone number is (571)272 
-2244. The examiner can normally be reached on 8:00 AM - 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Diego F.F. Gutierrez can be reached on (571) 272-2245. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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September 28, 2005 



yaritza Guadalupe-McCall 
Patent Examiner 
Art Unit 2859 



